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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 29 December 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-5 and 24-38 is/are pending in the application. 
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5) ^3 Claim(s) 32 and 33 is/are allowed. 

6) £3 Claim(s) 1-5,25-29,34,35,37 and 38 is/are rejected. 

7) ^ Claim(s) 24,30,31 and 36 is/are objected to. 

8) D Claim(s) . are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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Attach ment(s) 

1) Notice of References Cited (PTO-892) 

2) Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040301 



Application/Control Number: 09/748,720 Page 2 

Art Unit: 2836 

DETAILED ACTION 
Response to Arguments 

1. In view of the appeal brief filed on 12/29/2003, PROSECUTION IS HEREBY 
REOPENED. A new ground rejections* is set forth below 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be accompanied 
by a supplemental appeal brief, but no new amendments, affidavits (37 CFR 1.130, 
1.131 or 1.132) or other evidence are permitted. See 37 CFR 1.193(b)(2). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chermin 
(USPN 4,181,872) in view of Martenson et al (USPN 6,040,971). Chermin discloses a 
protection circuit (see fig. 1 and 2b) apparatus connected between an AC electric utility 
power line and a load comprises a voltage input (terminal inputs 1 and 2) connected to 
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the AC electrical utility power line, the AC power line having a normal voltage of about 
120 volts (col. 2, lines 53-55); an inductor (inductor 8) connected between the voltage 
input line (the terminals 1 and 2) and the load (4). Chermin does not disclose the 
isolation protection circuit provides physically isolation between the circuit components. 
Martenson et al disclose a surge voltage protection circuit (e.g. protection circuit 30 
shown in fig. 1 and 2) comprises a housing (32) provides physically isolation between 
the circuit components (30 and 40). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have modified the protection circuit of 
Chermin to corporate with the isolation circuit as taught by Martenson et al in order to 
provide physical isolation to prevent circuit components (40) from catastrophic failure 
due to surge voltage condition (see col. 4, lines 17-18). 

3. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chermin 
in view of Martenson et al, and further in view of Myong et al (USPN 6,356,424). The 
combination of Chermin and Martenson disclose a PTC resistor instead of a PPTC 
device as claimed. Myong discloses a protection circuit uses a PPTC resistor to protect 
excessive current and temperature (col. 1, lines 29-42). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to have replaced the 
PTC resistor of the combination to use the PPTC device as taught by Myong because 
Myong teaches that PPTC devices have higher resistivities than PTC resistor (col. 1, 
lines 37-42). 
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4. Claims 4, 25, 26, 28, 29, 34, 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chermin in view of Myong et al. 

Regarding claims 4, 25, 26, 28, 29, 34, 37, Chermin discloses a surge protection 
circuit (fig. 1 and 2b) comprises a voltage input coupled to power line (1 and 2, col. 2, 
lines 52-54), an inductor (inductor 8), a separate resistor (resistor 6, see col. 4, lines 7- 
8) and a PTC device (7) are coupled in series (col. 2, lines 62-63) between the input 
voltage and the load (4). Chermin discloses a PTC resistor instead of a PPTC resistor. 
Myong discloses a protection circuit uses a PPTC resistor to protect excessive current 
and temperature (col. 1 , lines 29-42). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to have replaced the PTC resistor of the 
combination to use the PPTC device as taught by Myong because Myong teaches that 
PPTC devices have higher resistivities than PTC resistor (col. 1 , lines 37-42). 

Regarding claim 34, Chermin discloses a surge protection circuit (fig. 1 and 2b) 
comprises a voltage input coupled to the power line (col. 2, lines 52-54), an inductor (8) 
and a PTC resistor are coupled in series between the voltage input and the load (4), the 
inductor is interposed between the PTC resistor and the voltage input. Note that since 
the inductor 8 and the PTC resistor 7 are connected in series, they are inherently 
interchanged without affecting the result of the circuit. Chermin discloses a PTC resistor 
instead of a PPTC resistor. Myong discloses a protection circuit uses a PPTC resistor to 
protect excessive current and temperature (col. 1 , lines 29-42). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have 
replaced the PTC resistor of the combination to use the PPTC device as taught by 
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Myong because Myong teaches that PPTC devices have higher resistivities than PTC 
resistor (col. 1, lines 37-42). 

5. Claims 27 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chermin in view of Myong, and further in view of Carpenter et al (USPN 
4,389,695). The combination of Chermin and Myong disclose all limitations of claims 4 
and 37 except for having an axial lead resistor. Carpenter et al discloses surge voltage 
protection circuit (fig. 1 and 2) comprises an axial lead resistor (e.g. resistor 11 A). It 
would have been obvious to one of ordinary skill in the art to have modified the 
protection circuit of the combination to use an axial lead resistor as taught by Carpenter 
in order to limit excess current on the transmission line. 

6. Claims 2, 5, 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chermin in view of Myong et al, and further in view of Martenson et al. Chermin 
discloses a protection circuit (see fig. 1 and 2b) apparatus connected between an AC 
electric utility power line and a load comprises a voltage input (terminal inputs 1 and 2) 
connected to the AC electrical utility power line, the AC power line having a normal 
voltage of at least about 120 volts (col. 2, lines 52-54); a PTC device (PTC resistor 7) 
connected between the voltage input line (the terminals 1 and 2) and the load (4). 
Chermin does not disclose a PPTC device as claimed. Myong discloses a protection 
circuit uses a PPTC resistor to protect excessive current and temperature (col. 1 , lines 
29-42). It would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to have replaced the PTC resistor of Chermin to use the PPTC 
device as taught by Myong because Myong teaches that PPTC devices have higher 
resistivities than PTC resistor (col. 1, lines 37-42). However, the combination of 
Chermin and Myong do not disclose a protective barrier as clamed. Martenson et al 
disclose a surge voltage protection circuit (e.g. protection circuit 30 shown in fig. 1 and 
2) comprises a housing (32) provides physically isolation between the circuit 
components (30 and 40). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have modified the protection circuit of Chermin and 
Myong to corporate with the isolation circuit as taught by Martenson et al in order to 
provide physical isolation to prevent circuit components (40) from catastrophic failure 
due to surge voltage condition (see col. 4, lines 17-18). 



Allowable Subject Matter 

7. Claims 32-33 are allowed. 

Claims 24, 30, 31, 36 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Claims 24, 30-32, 36 recite a surge protection circuit connected between a power 
line and a load comprises a protective barrier which includes a protective sleeve is 
configured to physically isolate the inductor from the load. 

The references of record do not teach or suggest the aforementioned limitation, nor 
would it be obvious to modify those references to include such limitation. 
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Response to Arguments 

8. Applicant's proposed arguments filed 12/29/2003 have been fully considered but 
they are not persuasive. 

Regarding claim 2, applicant argued that there is no motivation to combine 
Chermin and Myong. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Chermin teaches 
that a protection circuit in figure 1 comprises a PTC resistor 7 protects over-temperature 
(col. 3, lines 46-50). Myong teaches using a PPTC resistor to protect excessive current 
and temperature because PPTC resistors have higher resistivities (col. 1, lines 29-42). 
One of ordinary skill in the art would have recognized the benefits of the PPTC devices 
to all protection circuits. The teaching should not be narrowly construed and therefore 
would provide motivation to a designer as well. 

Applicant argued that there is no motivation to combine Chermin and Myong. 

Chermin teaches that a protection circuit in figure 1 comprises a series 
arrangement which includes a resistor 6, a PTC resistor 7, and an inductor 8 protects 
excessive current and surge voltage (col. 2, lines 62-63, col. 3, lines 46-50 and figure 
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2b). Martenson discloses a surge voltage protection 30 which has a housing 32 prevent 
device 20 from catastrophic failure (col. 4, lines 16-17 and figures 1 and 2). Since 
protecting an electrical system from catastrophic failure due to excessive over-voltage is 
important (col. 2, lines 1-3). One of ordinary skill in the art would have recognized the 
benefits of Martenson's teaching and therefore would provide motivation to a designer 
as well. 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Danny Nguyen whose telephone number is (571)-272- 
2054. The examiner can normally be reached on Mon to Fri 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Sircus can be reached on (571)-272-2058. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). / 



Conclusion 
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